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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-26 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the transverse member inferior border" in line 13. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 24 recites the limitation "the transverse member inferior border" in line 19. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 26 is an improper dependent claim because claim 24 is not drawn to a 
method of producing. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 2, 4, 7-13, 18-21, 23, 24 and 26 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Milano (2,831,840). Milano shows a shield comprising a handle 10 
having a first end for gripping and a second end. A first shield 14 has an anterior end 
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transitioning from the handle second end and has a posterior end and an inferior border. 
A non-hinging transverse member 15 has a first end transitioning from the first shield 
posterior end, a second end and an inferior border. A second shield 18 has an anterior 
end, a posterior end and an inferior border. The transverse member inferior border does 
not extend as far inferiorly as the first and second shield inferior border (see Figures 3 
and 4). As to claim 2, note that the shield may be made of stainless steel (column 2, 
lines 41-42) which inherently be sterilized. As to claim 4, note that the parts of the 
shield are of a unitary construction (column 2, line 36). As to claim 7, since the handle 
is meant for gripping, it inherently has a cross section of a geometric shape that will 
permit effective gripping. As to claim 8, note that the handle comprises an anterior grip 
and a shaft 1 1 which transitions into the first shield anterior end. As to claims 9 and 10, 
the first and second shields are "substantially" planar and oriented in a "substantially" 
vertical dimension. The second shield is slightly cupped (see Figure 1). As to claim 11, 
a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). As to claim 13, the handle superior border transitions into the first 
shield superior border and the handle inferior border transitions into the first shield 
superior border through the use of a radius of effective inclination and curvature to 
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prevent sharp corners (see Figure 2). As to claims 18 and 21 , note that the transverse 
member inferior border transitions into the first and second shield inferior borders 
through the use of a radius to prevent creation of sharp corners. As to claims 19 and 
21 , the handle transitions the handle transitions into the first shield anterior end at a 
location between the first shield inferior and superior borders through the use of a radius 
to prevent sharp corners. As to claims 20 and 21 , the transverse member second end 
transitions into the second shield posterior end at a location between the second shield 
inferior and superior borders through the use of a radius to prevent sharp corners. As to 
claim 23, note that the second shield anterior end is rounded. As to claim 24, note 
Figure 4. 

Claims 1, 7, 9-16, 18-21, 23-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hachman (1,498,267). Hachman shows a shield comprising a handle 13 
having a first end for gripping and a second end. A first shield 17 has an anterior end 
transitioning from the handle second end and has a posterior end and an inferior border. 
A non-hinging transverse member 15 has a first end transitioning from the first shield 
posterior end, a second end and an inferior border. A second shield 18 has an anterior 
end, a posterior end and an inferior border. The transverse member inferior border does 
not extend as far inferiorly as the first and second shield inferior border. As to claim 7, 
since the handle is meant for gripping, it inherently has a cross section of a geometric 
shape that will permit effective gripping. As to claims 9 and 10, the first and second 
shields are "substantially" planar and oriented in a "substantially" vertical dimension. 
The second shield is slightly cupped (see Figure 2). As to claim 1 1, a recitation of the 
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intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). As to claim 13, the handle superior border transitions into the first shield 
superior border and the handle inferior border transitions into the first shield superior 
border through the use of a radius of effective inclination and curvature to prevent sharp 
corners (see Figure 2). As to claims 14-16, note that the handle is set at an angle of 
about 45 degrees to the first shield (see Fig. 1). As to claims 18 and 21 , note that the 
transverse member inferior border transitions into the first and second shield inferior 
borders through the use of a radius to prevent creation of sharp corners. As to claims 
19 and 21 , the handle transitions the handle transitions into the first shield anterior end 
at a location between the first shield inferior and superior borders through the use of a 
radius to prevent sharp corners. As to claims 20 and 21 , the transverse member 
second end transitions into the second shield posterior end at a location between the 
second shield inferior and superior borders through the use of a radius to prevent sharp 
corners. As to claim 23, note that the second shield anterior end is rounded. As to 
claim 24, note Figure 1. As to claim 25, note that a moisture barrier is secured with the 
shield (page 1, lines 59-61). 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Milano 
(2,831 ,480) in view of Riewenherm (5,490,780). Milano does not teach that the shield 
has a highly polished surface to provide a reflective surfaced. Riewenherm shows a 
shield having a highly polished reflective surface (column 6, lines 43-60). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
provide the shield of Milano with a highly polished reflective surface, in view of 
Riewenherm, so that the dentist may view the area without the use of a separate 
instrument. 

Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Milano (2,831 ,480) in view of Caswell (965,079). The shield of Milano is not formed by 
fastening the handle to the first shield anterior end. Caswell shows a dental shield 
wherein the handle is fastened to the first shield 2 anterior end by means of a screw 
connection. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to form the shield of Milano as taught by Caswell, so that the 
orientation of the handle relative to the shields may be adjusted. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hachman (1,498,267). Without a showing of criticality, the specific angle that the 
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handle is oriented is considered to have been an obvious design choice, to one of 
ordinary skill in the art. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Milano 
(2,831,480) in view of Hertz (5,813,857). The shield of Milano does not include an 
access opening in one of the first and second shields. Hertz shows a shield device 
having an access opening 30 so that a saliva ejector may be introduced therethrough. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to provide one of the first and second shields of Milano with an access 
opening, in view of Hertz, so that a saliva ejector could be placed and held in the mouth 
by the shield. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cary E. O'Connor whose telephone number is 703-308- 
2701 . The examiner can normally be reached on M-F 7:00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin P. Shaver can be reached on 703-308-2582. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9306 
for regular communications and 703-872-9306 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0858. 

Can/E. O'Connor 
Primary Examiner 
Art Unit 3732 

ceo 

August 1, 2004 



